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DETAILED ACTION 
Status of Claims 

1. This action is in reply to the application filed on 10 March 2004. 

2. Claims 1-21 are currently pending and have been examined. 

Claim Objections 

3. Claims 10-12 are objected to because they depend from claim 9 which is does not meet the 
statutory requirements of 35 U.S.C. 101. 

Claim Rejections - 35 USC § 112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claim 9 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. Claim 9 is directed to a computer-readable medium which contains a program 
comprising information used to generate a search... The claim is indefinite because information 
cannot generate anything. Further, although the claim is directed to a computer readable 
medium, the preamble also recites a second and third computer-readable medium. Claim 9 
therefore does not particularly point out and distinctly claim the computer-readable medium 
because one or ordinary skill in the art could not ascertain the metes and bounds of the invention. 

Claim Rejections - 35 USC § 101 

6. 35 U.S.C. 101 reads as follows: 



Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 
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Claim 9 is rejected under 35 U.S.C. 101 because the claimed invention is directed to non- 
statutory subject matter. Claim 9 is directed to an abstract idea with no useful, concrete and 
tangible result. The computer-readable medium included in a search engine server is within a 
statutory class of invention, however the claim is not followed by any supporting structure. Rather, 
the program comprising information used to generate a search provider's web page is functional 
data and amounts to an abstract idea. An abstract idea is statutory under 35 U.S.C. 101 when 
there is a practical application of the judicial exception indicated by the claims such as a physical 
transformation or a useful, concrete and tangible result. Here the remaining limitations of the 
claim do not recite elements that would constitute a physical transformation or indicate a useful, 
concrete and tangible result. Rather the claims merely describe features of a website. Because 
there is no practical application of the judicial exception, the claim does not meet the statutory 
requirements of 35 U.S.C. 101. 



Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis for 
the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or 
in public use or on sale in this country, more than one year prior to the date of application for 
patent in the United States. 

8. Examiner's Note: The Examiner has pointed out particular references contained in the prior art 
of record within the body of this action for the convenience of the Applicant. Although the 
specified citations are representative of the teachings in the art and are applied to the specific 
limitations within the individual claim, other passages and figures may apply. Applicant, in 
preparing the response, should consider fully the entire reference as potentially teaching all or 
part of the claimed invention, as well as the context of the passage as taught by the prior art or 
disclosed by the Examiner. 
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9. Claims 1-12 are rejected under 35 U.S.C. 102(b) as being anticipated by Cheung et al. (U.S. 
2003/0028529). 
Claim 1: 

Cheung, as shown, discloses the following limitations: 

• a search engine server having a first computer-readable medium containing 
information for a search provider's web page (see at least Figure 4), 

• an advertiser server coupled to the search engine server and having a 
second computer-readable medium containing information for an advertiser's 
web page (see at least Figure 4), 

• a user computer coupled to the search engine server and the advertiser's 
server, the user computer having a monitor that is configured to display web 
pages (see at least Figure 4), 

• wherein the search provider's web page, when displayed on the monitor, 
includes ads with each ad including a link to an advertiser's web page (see at 
least 1|001 4, advertisers pay for click through referrals generated from the 
search result list generated by the search engine), 

• where an advertiser is an entity whose ad is displayed on the search 
provider's web page (see at least U0010, sites that provide search services 
offer advertisers significant exposure to internet audience), 

• a position of each ad on the search provider's web page is dependent upon 
whether the search provider is due payment from the advertiser (see at least 
1J0048, the bid amount for the ad dictates the ad placement in the search 
result list). 

Claim 2: 

Cheung, as shown, discloses the following limitation: 

• the position of the ad on the search provider's web page is dependent upon 
whether a link included in an ad has received a predetermined number of 
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clicks within a predetermined period of time (see at least 1J0139, when the 
account is exhausted the ad is no longer positioned with the paid 
advertisements/displayed see also 1J0124). 

Claim 3: 

Cheung, as shown, discloses the following limitations: 

• a sponsor is an advertiser that has a financial agreement with the search 
provider regarding the inclusion of the sponsor's ad on the search provider's 
web page (see at least 1J0047, advertiser opens an account), 

• a non-sponsor is an advertiser whose ad is displayed on the search 
provider's web page free of charge; and (see at least U0048, non paid 
website descriptions/listings), 

• non-sponsors' ads are displayed in a region of the search provider's web 
page below another region of the search provider's web page where 
sponsors' ads are displayed (see at least 1J0048, n on paid listings appear 
separately or at the bottom of paid listings). 

Claim 4: 

Cheung, as shown, discloses the following limitation: 

• the search provider is due a fee from a sponsor every time a user selects a 
link associated with the sponsor's ad displayed on the search provider's web 
page (see at least 1J0117, "a money amount that is deducted from the 
account of the advertiser for each time the advertiser's webs site is accessed 
via a hyperlink on the search result page"). 

Claim 5: 

Cheung, as shown, discloses the following limitation: 

• the sponsor's ad has associated with it a cap amount that is the maximum 
amount of money that a sponsor can be billed by the search provider for the 
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sponsor's ad within a billing cycle (see at least 1J0124, advertise may prepay 
for clicks). 

Claim 6: 

Cheung, as shown, discloses the following limitation: 

• a location where the sponsor's ad is displayed on the search provider's web 
page is influenced by a difference between the cap amount and a total 
accrued debt owed by the sponsor to the search provider for the sponsor's 
ad (see at least H0124, if there are not enough funds, the advertisement will 
not appear in the search results). 

Claim 7: 

Cheung, as shown, discloses the following limitation: 

• the sponsor's ad is located within the region of the search provider's web 
page with non-sponsors' ads when the total accrued debt owed by the 
sponsor to the search provider for the sponsor's ad equals the cap amount 
(see at least 1J0048, non-paid listings appear in a different section or below 
paid listings, and are retrieved based on relevance to the search). 

Claim 8: 

Cheung, as shown, discloses the following limitation: 

• the sponsor can change the cap amount (see at least 1J0124, advertiser may 
add funds). 

Examiner's Note: Claim 9 is directed only to a computer-readable medium containing a 
program comprising information. The additional limitations of claim 9 and the following 
claims do not further limit the computer-readable medium, nor to they further limit the 
program or the information. For the purposes of this examination, Examiner gave these 
limitations patentable weight and identified prior art. However, if Applicant would like 
these limitations to receive patentable weight in the future, Examiner suggests properly 
limiting the computer-readable medium by describing its physical features or properly 
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"claiming a computer program product tangibly embodied on a computer-readable 
medium" and limiting the program product by describing the steps it performs. 
Claim 9: 

Cheung, as shown, discloses the following limitations: 

• the search provider's web page is displayed on the monitor and includes ads 
that are stored in the database, with each ad including a link to an 
advertiser's web page (see at least U0014, advertisers pay for click through 
referrals generated from the search result list generated by the search 
engine), 

• where an advertiser is an entity whose ad is displayed on the search 
provider's web page (see at least U0010, sites that provide search services 
offer advertisers significant exposure to internet audience), 

• a sponsor is an advertiser that has a financial agreement with the search 
provider regarding the inclusion of the sponsor's ad on the search provider's 
web page (see at least 1J0047, advertiser opens an account), 

• the search provider is due a fee from the sponsor every time a user selects a 
link included in the sponsor's ad displayed on the search provider's web page 
(see at least U0117, "a money amount that is deducted from the account of 
the advertiser for each time the advertiser's webs site is accessed via a 
hyperlink on the search result page"), 

• the sponsor's ad has associated with it a cap amount that is the maximum 
amount of money that a sponsor can be billed by the search provider for the 
sponsor's ad within a billing cycle (see at least 1J0124, advertise may prepay 
for clicks), 

• a location where the sponsor's ad is displayed on the search provider's web 
page is influenced by a difference between the cap amount and a total 
accrued debt owed by the sponsor to the search provider for the sponsor's 
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ad (see at least 1f0124, if there are not enough funds, the advertisement will 
not appear in the search results). 

Claim 10: 

Cheung, as shown, discloses the following limitations: 

• a non-sponsor is an advertiser whose ad is displayed on the search 
provider's web page free of charge (see at least U0048, non paid website 
descriptions/listings), 

• non-sponsors' ads are displayed in a region of the search provider's web 
page below another region of the search provider's web page where 
sponsors' ads are displayed (see at least 1J0048, non paid listings appear 
separately or at the bottom of paid listings). 

Claim 11: 

Cheung, as shown, discloses the following limitation: 

• the sponsor's ad is located within a region of the search provider's web page 
with non-sponsors' ads when the total accrued debt owed by the sponsor to 
the search provider for the sponsor's ad equals the cap amount (see at least 
U0048, non-paid listings appear in a different section or below paid listings, 
and are retrieved based on relevance to the search). 

Claim 12: 

Cheung, as shown, discloses the following limitation: 

• the sponsor can change the cap amount (see at least 1J0124, advertiser may 
add funds). 



Claim Rejections - 35 USC § 103 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious 
at the time the invention was made to a person having ordinary skill in the art to which said 
subject matter pertains. Patentability shall not be negatived by the manner in which the invention 
was made. 

11. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 (1966), 
that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness or 
nonobviousness. 

12. Claims 13-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over Leishman et al. 
(U.S. 2004/0073538) in view of Cheung et al. (U.S. 2003/0028529). 

Claim 13: 

Leishman, as shown, discloses the following limitations: 

• performing a category search using the search engine server for ads 
included in the advertiser database (see at least Figure 3, category search, 
see also 1J0045, advertising/marketing results in a search), 

• creating a list of sponsors' ads based on results of the category search (see 
at least 1J0045, Florist A example), 

Leishman does not disclose the following limitation, however, Cheung, as shown, does: 

• positioning the sponsors ads on the search provider's web page based on a 
difference between the cap amount and a total accrued debt owed by the 
sponsor to the search provider for the sponsor's ad (see at least 1J0124, if 
there are not enough funds, the advertisement will not appear in the search 
results), 

It would have been obvious to one having ordinary skill in the art at the time of the 
invention to combine various features of the Leishman and Cheung inventions since the 
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claimed invention is merely a combination of old elements, and in the combination each 
element merely would have performed the same function as it did separately, and one of 
ordinary skill in the art would have recognized that the results of the combination were 
predictable. 
Claim 14: 

The combination Leishman/Cheung discloses the limitations as shown in the rejection 
above. Further, Leishman, as shown, discloses the following limitation: 

• calculating a geographic region of consideration (see at least 1J0030, defining 
a search area), 

• removing all sponsor ads from the list of sponsors' ads when the respective 
sponsor's business location is outside of the geographic region of 
consideration (see at least 1J0031, clipping results with locations not within 
the geographic range). 

Claim 15: 

The combination Leishman/Cheung discloses the limitations as shown in the rejection 
above. Further, Leishman, as shown, discloses the following limitation: 

• the geographic region of consideration is a circle having a center point and a 
radius (see at least ^0030, a polygon with unlimited number of sides is a 
circle), 

• the radius is multiplied by a market multiplier factor that varies as a function 
of a location of the center point (see at least 1J0034, determines the 
appropriate default search range to provide search results for a location and 
range in the appropriate categories). 

Claim 16: 

The combination Leishman/Cheung discloses the limitations as shown in the rejection 
above. Cheung does not explicitly disclose the following limitations: 



Application/Control Number: 10/797,464 Page 1 1 

Art Unit: 3622 

• calculating a pacing factor (see at least 1J0090, capping accounts by time 
period), 

• comparing a random number, having a value between zero and one, to the 
pacing factor for each sponsor's ad and (see at least 1J0099), 

• displaying the sponsor's ad on the search provider's web page only if the 
pacing factor is greater than the random number (see at least 1J0106, 
changing account status may result in removal of an ad from search results), 

However Cheung discloses projecting expenses predicting the projected number of days 
until the exhaustion of account funds (see at least 11139) and creating invoice caps for 
specific time periods (see at least 1J0090). Further Cheung discloses and account 
monitoring method capable to removing ads from results tables when thresholds are 
exceeded (see at least lf0099). Therefore it would have been obvious to one having 
ordinary skill in the art at the time of the invention to implement a pacing factor because 
Cheung discloses a comparable method. Further it would have been obvious to one 
having ordinary skill in the art at the time of the invention to combine various features of 
the Leishman and Cheung inventions since the claimed invention is merely a combination 
of old elements, and in the combination each element merely would have performed the 
same function as it did separately, and one of ordinary skill in the art would have 
recognized that the results of the combination were predictable. 
Claim 17: 

The combination Leishman/Cheung discloses the limitations as shown in the rejection 
above. Cheung, as shown, discloses the following limitation: 

• sorting the sponsors' ads and displaying the sponsors' ads on the search 
provider's web page according to the cost-per-click multiplied by the click- 
through rate associated with each sponsor's ad (see at least U0048, the bid 
amount for the ad dictates the ad placement in the search result list). 
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It would have been obvious to one having ordinary skill in the art at the time of the 
invention to combine various features of the Leishman and Cheung inventions since the 
claimed invention is merely a combination of old elements, and in the combination each 
element merely would have performed the same function as it did separately, and one of 
ordinary skill in the art would have recognized that the results of the combination were 
predictable. 
Claim 18: 

The combination Leishman/Cheung discloses the limitations as shown in the rejection 
above. Further Leishman, as shown, discloses the following limitations: 

• calculating a sorting factor (see at least 1J0066, sort the result list), 

• sorting the sponsors' ads and displaying the sponsors' ads on the search 
provider's web page according to the sorting factor (see at least 1J0066, sort 
the search result list). 

Claim 19: 

The combination Leishman/Cheung discloses the limitations as shown in the rejection 
above. Cheung, as shown, discloses the following limitation: 

• a non-sponsor is an advertiser whose ad is displayed on the search 
provider's web page free of charge (see at least 1J0048, n°n paid website 
descriptions/listings), 

It would have been obvious to one having ordinary skill in the art at the time of the 
invention to combine various features of the Leishman and Cheung inventions since the 
claimed invention is merely a combination of old elements, and in the combination each 
element merely would have performed the same function as it did separately, and one of 
ordinary skill in the art would have recognized that the results of the combination were 
predictable. 
Claim 20: 
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The combination Leishman/Cheung discloses the limitations as shown in the rejection 
above. Cheung, as shown, discloses the following limitation: 

• displaying non-sponsors' ads in a region of the search provider's web page 
below another region of the search provider's web page where sponsors' ads 
are displayed (see at least fl0048, non paid listings appear separately or at 
the bottom of paid listings), 

It would have been obvious to one having ordinary skill in the art at the time of the 
invention to combine various features of the Leishman and Cheung inventions since the 
claimed invention is merely a combination of old elements, and in the combination each 
element merely would have performed the same function as it did separately, and one of 
ordinary skill in the art would have recognized that the results of the combination were 
predictable. 
Claim 21: 

The combination Leishman/Cheung discloses the limitations as shown in the rejection 
above. Cheung, as shown, discloses the following limitation: 

• positioning the sponsor's ad within a region of the search provider's web 
page with non-sponsors' ads when the total accrued debt owed by the 
sponsor to the search provider for the sponsor's ad equals the cap amount 
(see at least 1J0048, non-paid listings appear in a different section or below 
paid listings, and are retrieved based on relevance to the search), 

It would have been obvious to one having ordinary skill in the art at the time of the 
invention to combine various features of the Leishman and Cheung inventions since the 
claimed invention is merely a combination of old elements, and in the combination each 
element merely would have performed the same function as it did separately, and one of 
ordinary skill in the art would have recognized that the results of the combination were 
predictable. 
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Conclusion 

13. Any inquiry of a general nature or relating to the status of this application or concerning this 
communication or earlier communications from the Examiner should be directed to Nathan C 
Uber whose telephone number is 571.270.3923. The Examiner can normally be reached on 
Monday-Friday, 9:30am-5:00pm. If attempts to reach the examiner by telephone are 
unsuccessful, the Examiner's supervisor, Eric Stamber can be reached at 571.272.6724. 

14. Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be 
obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR system, 
see http://portal.uspto.gov/external/portal/pair <http://pair-direct.uspto.gov>. Should you have 
questions on access to the Private PAIR system, contact the Electronic Business Center (EBC) at 
866.217.9197 (toll-free). 

15. Any response to this action should be mailed to: 

Commissioner of Patents and Trademarks 

Washington, D.C. 20231 

or faxed to 571-273-8300. 

16. Hand delivered responses should be brought to the United States Patent and Trademark 
Office Customer Service Window: 

Randolph Building 
401 Dulany Street 
Alexandria, VA 22314. 

/Nathan C Uber/ Examiner, Art Unit 3622 
16 May 2008 

/Arthur Duran/ 

Primary Examiner, Art Unit 3622 
5/20/2008 



